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* Proposed legislation to address online sale
of counterfeit goods on foreign websites
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« Online auctions 7£ £k 3%
— Tiffany v. eBay Tiffany 4\ 7//feBay 4' 7/ &
« Keyword advertising <8 a5
— Rosetta Stone v. Google
Rosetta Stone Z' 7/ 7/Google &
« Questions #2[1]
— But please ask guestions any time
A e, ARE SR 1]



Proposed Legislation .7%E%

* Issue: Sale of counterfeit goods by parties
n of U.S. courts
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 Brand owners’ goal is to stop playing
“Whac-A-Mole”
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Proposed Legislation /.7E 1Y
* Preventing Real Online Threats to
Economic Creativity and Theft of Intellectual
Property Act (PROTECT-IP or PIPA) —
Senate
S57 15 3L S Y5 28 5 A1 36 77 FR)AE 26 )8 B A 7 B
R ROEZ (AP PROTECT-IP or
PIPA ) —Z e




Proposed Legislation 7.y
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0 Online Piracy Act (SOPA) — House

FEE TGRSR (TRFRSOPA) - AN

Ine Protection and Enforcement of
Digital Trade Act (OPEN) - House and
Senate

EL R FPATEAL T 7% (TR FXOPEN)
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Proposed Legislation 3774 #H1Y

e U.S. trademark owners are believed to
lose billions of dollars to counterfeiters

a3 E A P NG B ik 17811
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e Counterfeiting is believed to cost U.S.
economy thousands of jobs
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Proposed Legislation 3774 #H1Y

e Current protections are ineffective —
particularly when counterfeit goods are
sold on foreign websites, outside the reach
of U.S. courts

ST PRIT AN AT R Rl 7 B e i 2SN
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Proposed Legislation7.72: 4 1Y

« SOPA and PIPA would give the U.S. Justice
Department authority to require U.S.-based
search engines and internet service providers to
block websites that contain infringing content,
and to stop advertisers and payment processors
from doing business with such sites

SOPAFIPIPAVE R K IFZANEE ] /Fﬂ%dﬁﬂlﬁ%
RREERE m&%ﬂﬁﬂﬁﬁim% {2
1A R A A IS, TR IF R B kRt
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Proposed Legislationi7.72 2 )

— Blocked websites would not appear in search results,
arguably rendering them invisible
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— Opponents argue this would amount to censorship,
risk blocking legitimate websites, and would turn
search engines into “online police” for fear of liability
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Proposed Legislation /.1 #

» Clash of titans /.= 3k 8] (5%
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Proposed Legislation 37.7%: 21X

 On January 18, online providers pushed
back ahead of a January 20 vote on PIPA
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— Believed to be the most widespread online
lobbying campaign by Internet companies ever
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Proposed Legislation 377771

Imagine a World
Without Free Knowledge

For over a decade, we have spemt mulbon of hours buldng the
Inrgest encyclopedia in buman bestory, Fight now, the U S
Conagress i conndormg kepizlabon that coukd fatally demage the
free and open Interpet. For 24 howrs, to reise awareness, we me
blnckemg oot Wiopedia, Learn more

Contact yoar repreteniatnes,

vour 217 code [ I T

Wikipedia “goes dark” for a day Wikipedia 4K & B 411
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Proposed Legislation 3775 # 1Y
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Censoring Wired

wEI0 [ L ] [FTLNEE

Don't Censor
the Web.

Tign The Petities New
Google

U O THIE PADE HIGIEE] St i WIRED il ot i irokaded =

Wired magazme 's January 18 home page
Wired Z:£1H 18 H 3 7 14
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Proposed Legislation /7% %
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Google Search I'm Fealing Lucky

Tell Congress: Please don't cansor the wab!

Google’s January 18 home page
Google 1H18H K F 1T
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Proposed Legislation 37.7%: 21X

 On January 18, House and Senate introduced
OPEN bill to address criticism of SOPA and
PIPA

1H18H, ZmaMliie T OPENVEZR, LN XTE
% SOPARIPIPAL S LT

— Vests enforcement authority with the International
Trade Commission (ITC)

BTERE Rz RS (ATC) AT
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Proposed Legislation 37.7%: 21X

— If ITC found foreign website is “primarily” and “willfully”
Infringing on rights of U.S. IP holder, ITC could issue
cease-and-desist order to payment processors and
advertisers doing business with the site

UNRITC R I Wk 3= F et & H TR0 36 E # iR -
WA }\EMR%IJ, ITCH] DA ] 5 iZ Wb G M 5543 K 10 5
(S RbFR BN 45 2 1 g L 14,

— Website owner would have opportunity to be heard
3 i = A LU L= 2 I ik

— EXxcepts websites that follow a notice-and-takedown
policy for removing infringing material

R IE R0 5 5 R BURRS B3R AR 2 1 R it 3 7

17



Proposed Legislation 37.7%: 21X

 Google, Facebook, LinkedIn, Twitter support
OPEN

Google, Facebook, LinkedIn, TwittersZ +fOPEN

* Motion Picture Association of America argues
OPEN is too soft on counterfeiters, and too
cumbersome to be effective

% E A NOPENXSIMG BAT AL R JTEA, T
%ﬁfhﬁﬁﬂﬁ U\ﬁ)&ﬁkﬁ
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Proposed Legislation .7E &1
 Formerly broad support for SOPA/PIPA softens

SOPA/PIPAZ R ) 57 3 2 3 e B AL,
— White House announces it opposes SOPA and PIPA
B E AR H T SOPARIPIPA
— Two co-sponsors withdraw support
PR [R] A 2 i ml S
— January 20 vote on PIPA cancelled
JFE1H 20 HAFXT PIPAR % 22 BUH

— However, bills are not dead
(Hig, XPMEREAIT
 Mainstream public now aware of the issues
KAIAE D2 Z IR B 11X L [r]
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Trademark Bullying i #5x £
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Big brand owner Little brand owner
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MONSTER for energy drinks vs. VERMONSTER for beer _,



Trademark Bullying i 7 4%

* Over-reaching enforcement of trademark
rights by large, well-funded brand
owners

KA SE T H ) di AT NI B S it e A A
— Threat of suit; also carrying out the
threat

YRR B B R in
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Trademark Bullying i 7 4%

e Bad for small brand owners

RIS T AT N1 5

I

— Pressure to abruptly abandon trademark is
expensive, disruptive

IR TFE Pl B ) s 77 72 e B H BAR AR Y
— Defending rights is unrealistic
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Trademark Bullying i 7 4%

» Bad for large brand owners %t K ETE A B

& H

— ChillingEffects.org ( ix /2 i 7Rl o fms gk
7, WrHAR K, TRIRRRIUR Sk B SR 2 R B & it
fri—AmE ) (TERERN)

— Internet campaigns, boycotts
HEMIzs)), ki)

— Empty threats waste money and risk eroding
legitimate trademark rights
TORMNR T B e, B RAISS S AR AR
AH RS



Trademark Bullying i ik 2
e Source of problem may be uninformed lawyers
0] &R RV AT BE e XSHE A T MR ER M
e 2010 revision of trademark statute required
study
AT 5L 2010 AE 1T 1Y Tl AR s
— PTO’s conclusion: “It is unclear” whether
problem exists; suggests lawyer education

X E LR AR RS “EATE R 5] @2
DAL @RI

« Attorney’s fees provision part of solution?
TR 5% 25 K RT BE — 7 A% 2 4R I et 2
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Online Auctionstr 2k &= ¥t

v. eBay Inc., 600 F.3d 93

o Tiffany (NJ) Inc.
(2d Cir. 2010)
ey

Welcome! Sign in or register.

\.'_'f Cart

Go MyeBay | Sell | Community @ Customer Support

CATEGORIES v ELECTRONICS FASHION MOTORS TICKETS DEALS CLASSIFIEDS

tiffany

[T Include description

All Categories

44,532 results found for tiffany [ Save search | Tell Us What You Think?

- Bet,
All tems Auctions only Buy It Now Products & reviews o Customize view

¥ Categories
Jewelry & Watches (11,461)

Designer Brands (9,188)

View as: |

ﬂ Page 10f 872

. Tiffany & Co PLAT Diamond Engagement Ring 4 42Ct F-VS1 Buy It Now  $270,000.00 20d 17h 25m
Fine Jewelry (778) OVER 300 TIFFANY PIECES AT 35% OFF OR MORE! TAKE A LOOK hi Free
shipping
Woatches (529} Expedited shipping available
Vintage & Antique Jewelry (679) Returns: Not accepted
Fashion Jeweky; (165 TIFFANY & CO. PALOMA PICASSO LOVING HEART DIAMOND 46 Bids $203.17 im
More w NECKL... Free
shi i
SHioTi Mew, Carde® Fon GREAT GIFT FOR VALENTINE'S, ANNIVERSARY, BIRTHDAY i
Shop (8,61 Expedited shipping available
Cards (8,063 Retumns: Not accepted
Fan Apparel & Souvenirs (506) P Eni:
More v Tiffany & Co Sterling Silver Oval Locket Charm Pendant ... 1 11-Eld= $130.00 2m
5 n-
Home & Garden (5,139 Expedited shipping available
Inside the Home (5,700] Returns: Accepted within 7 days
More -
Antiques (4,622
Silver (4,123) Tiffany & Co glass gift box trinket wrapped present Ger.. 2 Bids $25.49 2m
"

Decorative Arts (284

More -

Returns: Accepted within 7 days

p_..'
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Online Auctions 7E 4k 33

In 2004 and 2005, Tiffany found 73.1% and 75.5%,
respectively, of its branded merchandise sold on eBay
was counterfeit

{E2004f12005 4 4E 8], Tiffany /A &) & BleBay4H & iZ i i
e e 7 220 5 N 73.1%F175.5%

Between 2000 and 2004, eBay earned $4.1M from the
sale of TIFFANY-branded goods

20004F- 22 20044F- H1[8], eBay & TIFFANY A5 iH H T i
SKA4.18 FiEt.
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Online Auctions 7E 4k 33

« Tiffany sued eBay for direct and contributory trademark
Infringement for enabling the sale of counterfeit
TIFFANY-branded goods

Tiffany 2~ 7] LAAE Bl B0 B TIFFANY 90 o i, 2 3)F
eBay H 22 1 #5 Bl i 12 A
— eBay argued it never comes into possession of the
goods, so it can’t determine If they are counterfeit

eBay N FFR, AR SEBR 5 X R, PR
AT T 07

— eBay also argued it suspends auctions if the trademark
owner establishes that they involve counterfeit goods, or
If the sellers have a history of selling counterfeit goods

eBayib AR, IR EbRITA NIEIIASEI KA E R il 5X
FHESEHENER ML, eBay &R
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Online Auctions 7E 4k 33

 No direct infringement & A B {24
— Elements: Defendant’s use of trademark
causes likelihood of confusion with senior

user’'s trademark
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Online Auctions 7E 4k 33

 No direct infringement & A B {24
— eBay did not itself sell any goods bearing
TIFFANY mark
eBay H XA HEEM A TIFFANYFRIRT
P pim
— Held: eBay’s use of mark was fair use
pecause it simply identified what the seller
purported to sell

FYe: eBay R A A FIFRIR, PAHAUL R
S5 7 PR A 7
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Online Auctions 7F 4k 34

« No contributory infringement ¥4 # B2+
— Elements: Liabllity exists if defendant induces

party to infringe or continues to supply service
to party after it has reason to know the party is
engaging in infringement
2 RGP HEHFMMNED, B MATzA
AARZBAT NIFFEE M N B ARSI, )4 5
XZBA 511

S
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Online Auctions 7F 4k 34

« No contributory infringement ¥4 # B2+
— Held: eBay had neither #|i#k: eBay A f~r& M
A
o It did not exercise control over infringing conduct or
have more than “general knowledge” that its
service was being used to sell counterfeit goods
eBayx B HIZ AT N, BN KB FE"H ANH
HRS54H &40 B el i
* Nor was eBay “willfully blind” that infringement was
occurring; its suspension policy was reasonable
eBay %A WME ZAZAT AR R A EREE
SEIHEBUR 2 S K
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* Rosetta Stone v. Google
/30 F.Supp.2d 531 (E.D. Va. 2010)

 On appeal to Fourth Circuit

C 4 Eir &5

COE

12

— Oral argument heard on September 22, 2011
201149 H 22 H 13k #i6
— Decision expected in 2012

HlRI 201275

|
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Keyword Advertising < ia] |15

* Rosetta Stone makes language learning
software

Rosetta Stone x| Hill{E1E 5 7 > B A
— Spent $100M on advertising

R UCETG) 55k
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Keyword Advertisingo<8a1q]] 5
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 Google Is search engine provider

Googlese 42 5| IR AL R
— Over 70% of U.S. searches use Google

I 70% 1) 3¢ [E W _| 38 22 8 F Google [ ik 55
—In 2004 began to sell trademarks as keywords
20045F 15 DL o< B A B T 2AH & r A
— Google even suggests trademarks to sell
Google & 2 N W B AR bR
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Keyword Advertising S8 i7]) 7
 Counterfeiters purchased Rosetta Stone’s

ROSETTA STONE trademark as keyword

8 &MWL T Rosetta Stone A &) [1]
“ROSETTA STONE " brfFE Fy it
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Keyword Advertising %

ou Search |

Search

I Everything
Images
Maps
Videos
News
Shopping

More

Seattle, WA
Change location

Any time

Past hour

Past 24 hours
Past 2 days
Past week
Past month
Past year
Custom range...

More search tools

Google

rosetta stone

Ads - Why these ads?
Official Rosetta Stone® - New Year, New Language
www rosettastone.com
Buy Now and Get Free Shipping

Learn French  Learn English
Learn German Learn Chinese
Learn Spanish  Learn ltalian

Rosetta Stone at Amazon - Buy Rosetta Stone and Save.
www amazon.com/Rosetta-Stone

amazon.com is rated % I 7,043 reviews
Free Shipping on Rosetta Stone!

Rosetta Stone - New Year, New Language | eBay.com
www_ebay com/RosettaStone

ebay.com is rated 1,998 reviews

Shop Now and Receive Free Shipping

Official Rosetta Stone® - Learn a Language Online - Language ...
www.rosettastone.com/

Rosetta Stone is the world's #1 language-learning software. Our comprehensive
foreign language program provides language learning for individuals and ...

+ Show stock quote for RST

Rosetta Stone - Wikipedia. the free encyclopedia

en . wikipedia.org/wiki/Rosetta_Stone
The Rosetta Stone is an ancient Egyptian granodiorite stele inscribed with a decree
issued at Memphis in 196 BC on behalf of King Ptolemy V. The decree ...

[ {114
(TR
g

Rasertatsy 3
—
SED

See your ad here »

Rosetta Stone Sganish
(Latin America) v4 ...
$179.00 - Staples

Free Shipping On All
Orders

Rosetta Stone
Homeschool Italian Level
1 including ...

$159.00 - Amazon.com
Free Shipping on Orders
above $25.

RosettaStone Spanish
Latin America) Level 1-

5

$434.00 - Newegg.com
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Keyword Advertising %
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Search

I Everything
Images
Maps
Videos
News
Shopping

More

Seattle, WA
Change location

Any time

Past hour

Past 24 hours
Past 2 days
Past week

Past month
Past year
Custom range...

More search tools

Google

rosetta stone

Official Rosetta Stone® - New Year, New Language
www rosettastone.com
Buy Now and Get Free Shipping

Learn French  Learn English
Learn German Learn Chinese
Learn Spanish  Learn ltalian

Rosetta Stone at Amazon - Buy Rosetta Stone and Save.
www.amazon.com/Rosetta-Stone

amazon.com is rated s & % &4 7,043 reviews

Free Shipping on Rosetta Stone!

Rosetta Stone - New Year, New Language | eBay.com

www_ebay com/RosettaStone
ebay.com is rated k% %4 1,998 reviews
Shop Mow and Receive Free Shipping

Ads - Why these ads?

Official Rosetta Stone® - Learn a Language Online - Language ...

www.rosettastone.com/

Rosetta Stone is the world's #1 language-learning software. Our comprehensive
foreign language program provides language learning for individuals and ...

+ Show stock quote for RST

Rosetta Stone - Wikipedia. the free encyclopedia

en . wikipedia.org/wiki/Rosetta_Stone

The Rosetta Stone is an ancient Egyptian granodiorite stele inscribed with a decree

issued at Memphis in 196 BC on behalf of King Ptolemy V. The decree ..

Rosetta Stone Spanish
(Latin America) v4 ...
$179.00 - Staples

Free Shipping On All
Orders

Rosetta Stone
Homeschool Italian Level
1 including ...

$159.00 - Amazon.com
Free Shipping on Orders
above $25.

RosettaStone Spanish
Latin America) Level 1-

5

$434.00 - Newegg.com

See your ad here »
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Keyword Advertising J<#ia] ]

 Google addresses trademark abuse with
notice-and-takedown policy

Google DL K1 Ja 55 1 "BUR fAE R 1 B il
* Rosetta Stone notified Google of 123

iInstances of counterfeiting in 8-month

period

Rosetta Stonef£8/~ H N [n]Googlefi & |

1235 & Z= 11
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Keyword Advertising J<#ia] ] &

* Google responded to complaints, but
counterfeiting continued

Google[rI v | i, 1HA7 B VI9R8 4k 4e

* Rosetta Stone sued for direct, contributory,
and vicarious trademark infringement

Rosetta Stonel EH 2. #HIILL X BRI
B FGoogle
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Keyword Advertising 817 &

Trademark “use” in commerce & kr R AE

T

“Use” of trademark in commerce required to
implicate trademark statutes

[ER NN A

e Held: Sale of trademar

Sl 7 AT B

PRV R 5

KS constituted “use”
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Keyword Advertising 817 &

Trademark “use” in commerce i b B L F”

13

* |ssue not disputed; appears settled under U.S.

law

AURZE A8 AR S5

+

5

Suy Rl

— Network Automation v. Advanced Systems

(9th Cir. 2011)

— Rescuecom v. Google (2nd Cir. 2009)
— GEICO v. Google (E.D. Va. 2004)
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Keyword Advertising <8 i[5

Direct trademark infringement B 3 & tn 124X

e Elements: Defendant’s use of trademark
causes likelihood of confusion with senior
user’s trademark
B S N SRS LR AR K

_—_‘/t[ﬁfﬁ E/JT
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Keyword Advertising J<#ia] ] &

Direct trademark infringement B 3% & b5 3 AL
 Held: No direct trademark infringement
because Google’s use of trademarks was
functional
FYe. LHEBRFER, FNGoogleli
P FH A& D RE T o
— Strange application of functionality doctrine
Dhe it B3R5 iz A
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Keyword Advertising < ##1a] ) 15
Contributory Infringement #5 Bi{24X

 Elements: Defendant intentionally induces
another to infringe or continues to supply
product to another who knows or has reason to
know Is engaging in trademark infringement

T WA OSSN RRL, BE BAZ N E
RAAT NVIFRF SR iz N e PR 55
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Keyword Advertising < ##1a] ) 15
Contributory Infringement #5 Bi{24X

 Held: No contributory infringement
Flik: A BRAL
— Under Tiffany v. eBay, need more than generalized
knowledge of counterfeiting

RIETiffany JF eBay R L1 7], AN 75 B KM %N
E AR

— Court “unpersuaded” by Rosetta Stone’s proof that
Google had such knowledge

Rosetta Stone Uk A A& LAt AR VERE A E Google % 1
FiEZ
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Keyword Advertising><#

Vicarious Infringement# AR A T4

 Elements: Absent an agency relationship,
vicarious liability can onIy be imposed if the
defendant and infringer “exercise Jomt ownership
or control over the infringing product”

AL BRI RO, B AR AR A
P 3L A B L RN, BT AL
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Keyword Advertising><#

Vicarious InfringementZ 42 T 4E
* Held: No vicarious infringement
Al A BEAMERL
— Google does not sell goods; it only sells space on a
search results page. “This is no different than building
owners in New York’s Times Square who sell space
for billboards.” Since Google exercises no control

over the content of the ads, it was not vicariously
liable.

Google H &Y B UEHE PR R IUH
2 m] . XA R @S A NHE 5
iﬁi}éﬁoﬁgﬂ?caoogleﬁf%ﬁ@W@‘&ﬁ?ﬁﬁ%ﬂ, ‘A
HH DA o

 myge=
s
=l
OfF
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Keyword Advertising S8 17 75

Support Rosetta Stone > ¥f Rosetta Stone

« International o EFrERTI(NTA)
Trademark o EHFARDES

Association (INTA)

* Association for
Competitive
Technology

50
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Keyword Advertising < ##1a] ) 15

Support Google > ¥ Google

« eBay and Yahoo! e eBay A1 Yahoo!

 Electronic Frontier  Electronic Frontier 3&
Foundation G

Predicted outcome: Trial court got the right result
for the wrong reasons. Fourth Circuit will remand
with instructions to correct flawed analysis, but
the outcome will be the same

Bt ER: —wHERE R RESERIE. B
14 [ liﬁmhiﬁﬁﬁiﬁ ,  BYEBE IE S M EHR
IERRIRV S ST SN iy S 3t
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Keyword Advertisingz<#atin])
* Trend Is competitor vs. competitor lawsuits
(EEAPRERI ay YISTA S SR AN A
— Avoids involving search engine providers
e VR AE 2R G AN R

— But not effective in cases involving counterfeiting

(BAEW KA B AR ROR A

/L

13
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Keyword Advertising g iq]) 15

»

e Binder v. Disablility Law Group, 772 F.Supp.
1172 (C.D. Calif. 2011)

— Held: Law firm’s purchase of competing firm’s
trademark constituted intentional trademark

iInfringement

Hlk: HEINE
B AR AL

555 AT ST 58 5 IR AR B FIT ) T s A A

— Court awarded $292k in damages, plus attorney’s
fees as “exceptional” case

AR H29.2 )3 S JUI I FE WA, RN BN DA
PR AT 5%

 However, liability for purchasing competitor’s

trademark as

keyword still not settled

(H &, SR 58 S 1 i A A D O BE T Y B A ) et

V5 i R

53



Questions?
Heln) ?

Michael Atkins
mike@atkinsip.com
atkinsip:_.{g_om

ATKINS o

Thank you!
1 |
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